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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from

the rejection of clainms 1-9. W reverse.

BACKGROUND

The invention at issue in this appeal relates to over-
vol tage protection. Asynchronous inputs and short circuits
generate over-voltage in the w ndings of generators and

notors. Over-voltage protection devices use parallel current
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paths including VBO free thyristors to protect against the

over -

voltage. The thyristors are switched on, i.e., fired, by a
gate or fire by thenselves, i.e., self-fire, to relieve over-
vol t age.

Randomess between the self-firing voltages of the
i ndi vidual thyristors and tenperature variations can cause
current flow to becone concentrated in one of the parallel
circuits. To prevent such a condition, heretofore,
tenperature control and VBO free thyristors having identical
characteristics had to be used in over-voltage protection

devi ces. Consequently, such devices were bul ky and costly.

In contrast, a sensor in the inventive protection device
detects the self-firing of a thyristor in any one of its
paral l el current paths. Upon such detection, a gate fires al
the other thyristors. Firing all the thyristors allows
current to flow through all the current paths thereby

di stributing the excessive current between the various paths.
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The distribution relieves the over-voltage before any

conponent s are damaged.

Claim 6, which is representative for our purposes,
fol |l ows:

6. A switching circuit protection nethod
conprising the steps of:

detecting the self-firing of at |east one
swi tching el enment due to an over-voltage in a
switching circuit having nultiple parallel circuits;

applying a firing pulse to all the sw tching
elements in the switching circuit in response to the
detected self-firing; and

firing all un-fired switching elenents at the
sane time due to the firing pul se.

Besides the appellant’s admtted prior art (AAPA), the

references relied on in rejecting the clains follow

M t suoka 4,697, 219 Sep. 29, 1987
Takahashi 4,796, 146 Jan.
3, 1989.

Clainms 1-9 stand rejected under 35 U.S.C. § 103 as obvi ous
over AAPA in view of Takahashi and M tsuoka. Rather than

repeat the argunments of the appellant or exam ner in toto, we
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refer the reader to the briefs and answer for the respective

detail s thereof.

OPI NI ON
In deciding this appeal, we considered the subject matter
on appeal and the rejection advanced by the exani ner.
Furthernore, we duly considered the argunents and evi dence of
t he appel l ant and exam ner. After considering the totality of
the record, we are persuaded that the exam ner erred in

rejecting clains 1-9. Accordingly, we reverse.

We begin by noting the following principles fromln re

Rijckaert, 9 F.3d 1531, 1532, 28 USPQRd 1955, 1956 (Fed. Gir
1993) .

In rejecting clains under 35 U.S.C. § 103, the
exam ner bears the initial burden of presenting a

prima facie case of obvi ousness. In re Cetiker, 977
F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992).... "A prima facie case of obviousness is

establ i shed when the teachings fromthe prior art
itself would appear to have suggested the clained
subject matter to a person of ordinary skill in the
art." Inre Bell, 991 F.2d 781, 782, 26 USPQd
1529, 1531 (Fed. Cir. 1993) (quoting In re Rinehart,
531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976)).
If the examiner fails to establish a prim facie
case, the rejection is inproper and wll be
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overt ur ned. In re Fine, 837 F.2d 1071, 1074, 5
USPQ2d 1596, 1598 (Fed. Cir. 1988).

Wth these principles in mnd, we address the exam ner's

rejection and the appellant's argunent.

The examner's rejection follows in pertinent part.

The prior art figure does not show a detect neans
for detecting the voltage or current of the
switching thyristors in order to send a firing pul se
to all of the switching elenments to protect the
thyristor(s) which is(are) conductive.

Takahashi shows in figure 1 series connected
thyristors 1IN, 12, 13 with a voltage detect circuit
in parallel to each thyristor (4N ... 41) and a
digital circuit for conbining and conparing the
vol tage sense responses for determ ning an out of
range voltage for any of the individual thyristors
an sending a signal h to sinultaneously fire all of
the thyristors into conduction to avoid an
application of overvoltages across sone of the
thyristors.

M t suoka shows in figure 5 a current sensor 13
for nmeasuring the current through the thyristor 1
and parallel conponents for detecting an abnor nal
signal, causing the conduction of the thyristor Ila
and Il b to protect the thyristor 1.

(Paper No. 16 at 3.) The appellant argues, "the prior art
does not disclose or suggest the clainmed detecting of self-

firing." (Appeal Br. at 7.)

Page 5
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““[T] he main purpose of the exam nation, to which every
application is subjected, is to try to make sure that what

each claimdefines is patentable. [T]he nane of the gane is

the claim....”” Inre Hniker Co., 150 F.3d 1362, 1369,

47 USPQ2d 1523, 1529 (Fed. Gr. 1998) (quoting Gles S. Rich

The Extent of the Protection and |Interpretation of

d ai ms- - Anerican Perspectives, 21 Int'l Rev. Indus. Prop. &

Copyright L. 497, 499, 501 (1990)). Furthernore, “[c]lains
are not interpreted in a vacuum but are part of and are read

inlight of the specification.” Slinfold Mg. Co. v. Kinkead

| ndus.., Inc., 810 F.2d 1113, 1116,

1 USPQ2d 1563, 1566 (Fed. Cir. 1987) (citing Hybritech Inc. v.

Monocl onal Anti-bodies, Inc., 802 F.2d 1367, 1385, 231 USPQ

81, 94-95 (Fed. Cir. 1986); ln re Mttison, 509 F.2d 563, 565,

184 USPQ 484, 486 (CCPA 1975)). Here, claim1-5 specify in
pertinent part the following |imtations: "detect neans for
detecting the self-firing of any of the switching elenents in
the switching circuit due to the over-voltage ...."

Simlarly, claim6 specifies in pertinent part the foll ow ng
[imtations: "detecting the self-firing of at |east one

switching el enment due to an over-voltage in a switching
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circuit having nmultiple parallel circuits ...." Also

simlarly, claims 7-9 specify in pertinent part the foll ow ng
[imtations: "a detection circuit which detects a self-firing
of either the switching elenment of said first current path or

the switching el enent of said second current path ...."

The specification defines self-firing as foll ows.
"[ E] ven when there is no ON command, VBO free thyristors 11
12, 21, 22, 31, and 32 can fire by thensel ves and prevent
over-voltage." (Spec. at 2.) Reading the limtations in |ight
of the specification, claims 1-9 require detecting the self-

turning-on of a switching el ement absent an ON command.

The exam ner fails to show a suggestion of the
[imtations in the prior art. “Cbviousness may not be
establ i shed using hindsight or in view of the teachings or

suggestions of the inventor.” Para-Ordnance Mg. v. SGS

|nporters Int’l, 73 F.3d 1085, 1087, 37 USPQ@d 1237, 1239

(Fed. Cir. 1995)(citing WL. Gore & Assocs., Inc. v. Grlock,

Inc., 721 F.2d 1540, 1551, 1553, 220 USPQ 303, 311, 312-13

(Fed. Cir. 1983)). “The nere fact that the prior art may be
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nodi fied in the manner suggested by the Exam ner does not make
the nodification obvious unless the prior art suggested the
desirability of the nodification.”

In re Fritch, 972 F.2d 1260, 1266, 23 USPQR2d 1780, 1783-84

(Fed. Cir. 1992) (citing In re Gordon, 733 F.2d 900, 902, 221

USPQ 1125, 1127 (Fed. Cir. 1984)). “It is inpermssible to
use the clained invention as an instruction manual or
‘tenplate’ to piece together the teachings of the prior art so
that the clainmed invention is rendered obvious.” 1d. at 1266,

23 USPQ2d at 1784, (citing In re Gorman, 933 F.2d 982, 987, 18

USPQ2d 1885, 1888 (Fed. Gir. 1991)).

Here, the exam ner adm ts that AAPA does not teach
detecting the self-turning-on of a switching el enment absent an
ON conmmand. He specifically admts, "[t]he prior art figure
does not show a detect neans for detecting the voltage or
current of the switching thyristors in order to send a firing
pul se to all of the switching elenents to protect the
thyristor(s) which is(are) conductive."” (Paper No. 16 at 3.)
The exam ner fails to show that Takahashi and M tsuoka renedy

t he def ect of AAPA.
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Al t hough Takahashi teaches detecting, it does not detect
the self-turning-on of a switching el ement absent an ON
command. To the contrary, "a partial turn-off phenonenon
itself is detected ...." Col. 7, Il. 11-12. The reference
descri bes the phenonenon as foll ows.

In nore detail, when many thyristors are turned off,
reverse voltages are required to be applied across
the corresponding thyristors during | ong enough
intervals that all of the thyristors can wthstand
forward vol tages subsequently applied thereto. In
case these reverse voltage intervals are
insufficient, when a forward voltage is applied
across the thyristors, sone thyristors can wthstand
the forward voltage, but the remaining thyristors
fail to performforward recovery, i.e., recover
their features to withstand the forward vol tage,
with the result that they maintain their conductive
states. This phenonenon is a so-called parti al
turn-of f phenonenon.

Col. 1, Il. 28-40. In summary, Takahashi detects partial

turn-of f of some thyristors rather than their self-turning-on.

For its part, although M tsuoka teaches detecting, it
does not detect the self-turning-on of a switching el enent
absent an ON command. To the contrary, "the main current path

of the GTO 1 is provided with a current detector 13 for
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detecting the value of the main current of the GTO 1. The
output of this current detector 13 is applied to a control
circuit 14. This control circuit 14 is a circuit which serves
to selectively activate the sub snubber circuits 2a and 2b in
accordance with the magnitude of the main current value of the
Gro1." Col. 3, Il. 14-20. In sunmary, the reference detects

the magni tude of the main current of a thyristor rather than

its self-turning-on.

Because Takahashi detects partial turn-off of sone
thyristors and Mtsuoka detects the magnitude of the main
current of a thyristor, we are not persuaded that teachings
fromthe prior art would have suggested the limtations of
"detect neans for detecting the self-firing of any of the
switching elenments in the switching circuit due to the over-
vol tage;" "detecting the self-firing of at |east one swtching
el enent due to an over-voltage in a switching circuit having
multiple parallel circuits;" or "a detection circuit which
detects a self-firing of either the switching el enent of said

first current path or the switching el enent of said second
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current path ...." The examner fails to establish a prinma

faci e case of obviousness. Therefore, we reverse the

rejections of clains 1-9 as obvi ous over AAPA in view of

Takahashi and M t suoka.

CONCLUSI ON

In summary, the rejection of clains 1-9 under 35 U. S. C
8 103 as obvi ous over AAPA in view of Takahashi and M tsuoka

is reversed.

REVERSED

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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